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Qpinion by Drost, Admnistrative Trademark Judge:

On January 28, 2002, Jan DuBell (applicant) applied to
register the mark BI G “D’ REAL ESTATE (standard character
form on the Principal Register for “real estate brokerage”
services in Cass 36. Serial No. 78105321. The application
contai ned a disclainmer of the term“Real Estate” and an
allegation of a date of first use of May 1, 1999, and a date
of first use in comerce of June 22, 2000.

On May 23, 2003, Judy McCutchin (opposer) filed a
noti ce of opposition on the ground that the “phrase ‘BIG D

is synonynmous with the city of Dallas, Texas. ‘BIGD is
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comonly used and known to refer to Dallas. Wwen ‘BIGD is
used in conjunction with the remaining portion of the Mark,
namel y, ‘REAL ESTATE,’ for use on ‘real estate brokerage’
services, the mark is highly descriptive.” Notice of
Qpposition at 2. (QOpposer further nmaintains that
“Applicant’s registration of the descriptive phrase ‘BIG ‘D
REAL ESTATE is akin to the United States Patent and
Trademark O fice granting a nonopoly in a geographic term?”
Id. Applicant has denied the salient allegations of the
noti ce of opposition.

The Record

The record consists of the file of the invol ved
application and el even notices of reliance filed by opposer
and twenty-two notices of reliance by applicant® concerning
various printed materials from newspapers, magazi nes, and
ot her sources. Applicant has al so noved to stri ke opposer’s
el even notices of reliance on nunerous grounds. Regarding
the second, third, and fourth notices of reliance, applicant
objects on the ground that they do “not neet the procedural

2

requi renents of Rule 2.122(e).” In her brief (unnunbered

page 10), applicant argues that she “is not famliar with

YIn an Order dated July 23, 2004 at 3, the board struck
applicant’s fifth, sixth, ninth, tenth, eleventh, thirteenth
(except for Exhibit B), seventeenth, and twenty-second notices of
reliance.

2 The July 23, 2004, board order (p. 2) denied applicant’s
notions to strike all of opposer’s notices on the ground of
unti nel i ness.
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the source, ‘Nexis’ articles submtted by Notice of
Reliance.” The TBMP (8 704.08) provides that “[i]n |ieu of
the actual ‘printed publication or a copy of the rel evant
portion thereof,’ the notice of reliance may be acconpani ed
by an el ectronically generated docunent which is the

equi val ent of the printed publication or relevant portion,
as, for exanple, by a printout fromthe NEXIS conputerized
library of an article published in a newspaper or magazi ne

of general circulation.”?

Therefore, we overrule all of
applicant’s objections to opposer’s NEXI S evidence, i.e.,
second, third, fourth, and sixth through el eventh notices of
reliance.* W add that the sixth, seventh, and eight
notices of reliance consist primarily of NEXIS printouts of
wire service stories. \Wile we wll consider these wire

service printouts, we give themdecidedly | ess weight, and,

in fact, we find themto be cunul ati ve. In re Cel

Therapeutics Inc., 67 USPQRd 1795, 1798 (TTAB 2003) ([While

we are not saying that newswire stories are of the sane
probative value as are stories appearing in nmagazi nes and

newspapers, we think that the situation has changed such

3 “NEXIS is a conputerized database containing articles in text-

only format from hundreds of periodicals spanning nany years.”
New York Tines Co. v. Tasini, 533 U S. 383, 59 USP@d 1001, 1002
(2001).

“ MApplicant’s brief (unnumbered page 10) muintains that “Qpposer
has actually edited text in ‘Nexis' articles submtted by Notice

of Reliance.” Applicant does not explain this point or discuss
any specific exanples. Inasmuch as we cannot discern any
irregularities, we will consider these NEXI S printouts.
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that said newswire stories have decidedly nore probative

val ue than they did when this Board deci ded the Professional

Tennis Council [In re Men’s International Professional

Tennis Council, 1 USPQ2d 1917, 1918 n.5 (TTAB 1986)] and

Appetito Provisions [In re Appetito Provisions Co., 3 USPQd

1553, 1555 n.6 (TTAB 1987)] cases”).
Appl i cant al so objects to the docunents concerni ng
applicant’s website that are included with opposer’s first
notice of reliance. Extracts fromwebsites are not normally
appropriate for subm ssion by a notice of reliance. TBMW
8§ 704.08 (2d ed. rev. 2004) (“The elenent of self-
aut henti cation cannot be presuned to be capabl e of being
satisfied by informati on obtained and printed fromthe
Internet”). However, there is an exception if the docunents
were produced in response to interrogatories or requests for
adm ssion. 37 CFR 8 2.120(j)(3)(i). Opposer maintains that
“the website was provided as part of the Applicant[’s]
Response to Interrogatories and Applicant[‘s] Adm ssions by
Applicant and is adm ssible.” Opposer’s opposition to
nmotion to strike at 3. Wiile the website address may have
been provided in response to interrogatories and requests
for adm ssions, we note that at |east sonme of the website
printouts are dated “3/30/04 9:26 AM” I nasnmuch as
“Qpposer’s First Notice of Reliance” is dated April 9, 2004

(10 days later), it does not appear that those particul ar
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docunents were submtted in response to a request for
adm ssions or interrogatories. Furthernore, opposer did not
conply with the provisions of Rule 120(j)(3)(i) inasnuch as
she did not file a “copy of the interrogatory and answer
thereto with any exhi bit nmade part of the answer, or a copy
of the request for adm ssion and any exhibit thereto ...
together with the notice of reliance.” Therefore, we agree
with applicant that the docunents in opposer’s first notice
of reliance are not properly authenticated and we will not
consi der them

Finally, we overrule applicant’s objection to the
exhibits in opposer’s fifth notice of reliance on the ground
that they do “not neet the procedural requirenments of Rule
2.122(e).” These docunents were properly submtted under 37
CFR 2.120(j)(3)(i).

St andi ng

Applicant admits that “Judy McCutchin (‘fOpposer’) is a
licensed real estate agent only in the State of Texas.
Opposer sells residential real estate in Dallas, Texas.”
Opposer is a conpetitor of applicant.” TBMP 8§ 704.06(b) (2d
ed. rev. 2004). Applicant is also a real estate broker in
Dal | as, Texas. Opposer’s Fifth Notice of Reliance, Exhibit
C, Adm ssion 10 (Applicant admtted, inter alia, that its
website states that “we offer extensive [r]elocation

assi stance for conpanies and individuals |locating into or
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out of Dallas. Experts in Residential and Ranch properties,
we have over 20 years conbi ned experience in Dallas real
estate”).

It is recognized that a party need not be a

manuf acturer or seller of the goods in connection with
whi ch a descriptive, m sdescriptive, or nerely
ornanental designation is used in order to object to
the registration thereof. It is sufficient that the
party objecting to such registration be engaged in the
manuf acture and/or sale of the sane or rel ated goods
and that the product in question be one that could be
produced in the nornmal expansion of that person's
business. |If the designation in question is found to
be nerely descriptive, nerely ornanental or the |ike,
damage is presunmed since a registration thereof with
the statutory presunptions afforded the registration
woul d be inconsistent with the right of another person
to use these designations or designs in connection with
the sane or simlar goods as it would have the right to
do when and if it so chooses... Thus, opposer as a
conpetitor of applicant is a proper party to chall enge
applicant's right of registration.

Federal dass Co. v. Corning d ass Wrks, 162 USPQ 279, 282-

83 (TTAB 1969). See also McCarthy, MCarthy on TrademarKks
and Unfair Conpetition, 8 20:11 (“Standing is presunmed when
the mark sought to be registered is allegedly descriptive of
t he goods and the opposer is one who has a sufficient
interest in using the descriptive termin his business”).

| nasnmuch as opposer is a conpetitor of applicant who
woul d have an interest in using the term®“Big ‘D Rea
Estate,” opposer has standing to oppose this application.
In addition, opposer does not need to prove priority in this
case because the issue is geographical descriptiveness.

Rem ngton Products Inc. v. North American Philips Corp., 892
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F.2d 1576, 13 USPQR2d 1444, 1449 (Fed. G r. 1990) (“There is
one point on which we fully agree with the board. It
appears in footnote 6 of the board opinion and reads: The
enphasi s each party has given to the first use of ‘TRAVEL
CARE by defendant in terns of priority is not warranted.
The issue here is descriptiveness ... and therefore
priority of use is not an elenent in proving the case”).

Al so, opposer does not need to showit is using the mark.
“I't is enough to show such interest as will justify the
conclusion that damage to it will ensue if the use of such
termby it or its custoners to describe their goods is

denied.” Meehanite Metal Corp. v. International N ckel Co.,

262 F.2d 805, 120 USPQ 293, 294 (CCPA 1959).

| ssue

Inits brief (p. 5), opposer sets out the issue as
follows: “whether the mark sought to be registered, nanely,
‘BIG D REAL ESTATE (with ‘real estate’ disclainmed) is the
name of a place generally known to the public and that the
public woul d nmake a services/place association.” Applicant
argues (Brief at unnunbered p. 10) that “*BIG D al one has
not been proven to solely denote any particul ar service or

115

| ocati on. Therefore, the only question is whether

®> Applicant also argues (Brief at unnunbered p. 10) that she is
“the exclusive user of the phrase ‘BIGD in connection with the
words ‘ REAL ESTATE in comerce and has acquired distinctiveness
for her business name.” However, applicant has not nade the
guestion of her mark’s acquired distinctiveness an issue by
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applicant’s mark “BIG ‘D REAL ESTATE’ for real estate
br okerage services “is primarily geographically descriptive”
of these services. 15 U S.C. § 1052(e)(2).

The Board has set out the followng test to use in
determ ning whether a mark is primarily geographically
descriptive:

[ T] he Trademark Exam ning Attorney would need to submt
evi dence to establish a public association of the goods
wth that place if, for exanple, a genuine issue is
raised that (1) the place nanmed in the mark nay be so
obscure or renote that purchasers would fail to
recogni ze the termas indicating the geographical
source of the goods to which the mark is applied or (2)
an admtted well-recognized term may have ot her

meani ngs, such that the term s geographi cal
significance may not be the primary significance to
prospective purchasers. \Were, on the other hand,
there is no genuine issue that the geographical
significance of a termis its primary significance and
where the geographical place is neither obscure nor
renote, a public association of the goods with the

pl ace may ordinarily be presuned fromthe fact that the
applicant’s own goods cone fromthe geographical place
nanmed in the mark.

In re Handl er Fenton Westerns, Inc., 214 USPQ 848, 849-

50 (TTAB 1982).

We begin by noting that the evidence does not show t hat
there is a city known officially as “Big D.” Instead, the
guestion is whether “Big D' is a nicknane for Dallas, Texas,
and therefore, equally primarily geographically descriptive.

In re Charles S. Loeb Pipes, Inc., 190 USPQ 238, 246 (TTAB

asserting an affirmative defense. Colonial Arns Corp. v. Trul ock
Firearnms Inc., 5 USP@@d 1678, 1680 n.5 (TTAB 1987). Nor was the
issue tried by consent. Therefore, we will not consider this
issue raised in applicant’s brief.
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1975) (“It is clear fromthe foregoing that nicknanmes and
even abbrevi ations and maps of geographical areas and the
nanmes of the geographical area that they identify are, for
pur poses of registration, identical, and that the sane
criteria for registration nust necessarily apply thereto”).

Opposer has submtted nunerous printouts to show that
“Big D' is a recogni zed nicknane for Dallas. A sanple of
this evidence (enphasis added) is set out bel ow.

DALLAS IS LOWON LI ST OF * MARKETS TO WATCH

Even Baltinore and Phil adel phia are better bets than
Big D, if you buy the survey results. Dallas also
ranks behind all the other Texas cities in the survey.
Dal | as Morni ng News, QOctober 26, 2001.

Big D attracts an estimated 13 mllion visitors
annually — 40 percent of whom cone for business, said
Greg Elam senior vice president of conmunications for
the Dal l as Convention and Visitors Bureau.

Dal | as Morni ng News, June 3, 2001.

Big Dused to nean Big T. During the 1970s and m d-
80s, World Chanpionship Tennis, the Virginia Slins
wonen’ s tour and the Association of Tennis Players were
all based in the Dallas area.
Dal | as Morni ng News, May 6, 2001.

Dal l as, as well as many other communities, followed the
technology tide to becone one of the nation’s | eading
cyber cities ...The “Big D' did not make its paradi gm
shift froman energy-based econony to a technol ogy hub
W t hout error...

Tul sa World, April 11, 2001.

Oficials are extolling Dallas’ cosnopolitan virtues,
as well as feeding the Big D pop culture inmage with a
gal a di nner Monday at the Sout hfork Ranch Ew ng

Mansi on.

Fort Wrth Star-Tel egram March 6, 2001.

The agreenent is expected to be formally announced this
week, Amrak officials said Tuesday. No start date or
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ti cket prices have been set for daily passenger service
on the “Crescent Star” between Big D and the Big Apple

— the first direct service fromDallas to New York in

at | east 40 years.

Dal | as Morni ng News, February 7, 2001.

M. Monger began buyi ng depressed rental real estate in
Dal | as, where he came to visit friends. He spent his
weekends in Big D as a “de-sluni |andlord, renovating
his properties.

Dal | as Morni ng News, QOctober 15, 2000.

Wth flight delays on the rise this year at |arge

ai rports around the country, they and thousands of
other air travelers are taking advantage of an
alternate way to get in and out of Big Do Dallas Love
Fi el d.

Dal | as Morni ng News, Septenber 24, 2000.

Big gane in Big D. Cklahona and Texas play Saturday in
Dal l as, and this year’s hype appears |legitimate.
Daily News of Los Angeles, COctober 5, 2000.

Going to Big D Ponciano said an agreenent was reached
for the Matadors to play against Division | Southern
Met hodi st next Novenber. SMJ w Il pay the Matadors
$125,000 to nake the trip to Dall as.

Daily News of Los Angel es, Novenber 8, 1998.

West wood:  You should be warmly enbraced in Denver.

One of the city’'s nicknanes is “D TOM.”

Kyl e Gass: Excellent. Dallas’s nicknane is “the Big
D,” which was nice, ‘cause |'mreally into O Town right
now.

Denver Westwood, April 23, 2001.

The question is whether anyone in Dallas has noticed.
Big D and environs are Cowboy country.
Denver Westwood, October 3, 1996.

In fact, prior to 2000 Dallas |led the Texas fil m pack.
That year Austin surged ahead with its best year to
date behind al nost $125 million in filmprojects, while
Big D had about $89 million.

Austin Anmerican-Statesman, Septenber 5, 2003.

Bi g appetites in Big D

Dal | as Cowboy’s owner Jerry Jones pitched in a recipe
for sal non croquettes.

10
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Austin Anmerican-Statesnman, January 8, 2003.

For exanple, Dallas is home to JC Penney and nost of
its advertisenents are shot in Big D
Austin Anmerican- Statesman, October 20, 2002.

Big trouble in Big D for Big Don and Little Donnie:

Don Nelson still had a little of his reputation |eft

when he arrived in Dallas, not that it |asted |ong.

Austin American-Statesman, January 8, 2000.

The evi dence of record establishes that Dallas is not
an obscure place and that “Big D’ is a common ni cknane for
Dal | as.

Furthernore, we note that nmuch of applicant’s business
is conducted in the Gty and County of Dallas. Applicant
admts that her “main office happens to be |ocated in the
Dal | as, Texas netro area” and that she “is involved in the
North Texas real estate nmarket, anong other places, and is a
menber of the G eater Dallas Board of Realtors.”

Applicant’s Brief at 5 and 7. Applicant al so responded to
opposer’s request for adm ssions as follows:

On applicant’s website | ocated at

www. bi gdr eal estate. net, “around BIG D' is imedi ately

foll owed by conputer links entitled “Dallas Chanber of

Commerce,” “Dallas Convention & Visitors Bureau,”

“Locate Dallas Properties,” Dallas Area Aerial Photos,”

“Dal l as Morning News,” “Dallas Photos,” “Dallas
School s,” “Dallas Wat her,” and “Texas, Qur Texas.”

Response: ADM T, because Applicant’s website has many
resources features and |inks which may be of interest
to those seeking applicant’s services.

Qpposer’s Fifth Notice of Reliance, Exhibit A
Applicant’s website | ocated at ww. bi gdreal est at e. net

features the followng notation: “Big D Real Estate™
provides full coverage if the Dallas netropolitan area

11
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and surroundi ng North Texas counties. W are
intimately acquainted with all aspects of life in

Dal | as/ Fort Worth and we pride ourselves in our

know edge of this thriving cosnopolitan area. At BIG D
Real Estate™we offer extensive Relocation assistance
for conpanies and individuals relocating into or out of
Dal l as. Experts in Residential and Ranch properties,
we have over 20 years conbi ned experience in Dallas

real estate. Let our know edgeable BI G D™™agents hel p
you create a worry free real estate transaction.”

Response: ADM T, because Applicant’s website has many
resources features and |links which may be of interest
to those seeking applicant’s services. Applicant’s
website is located in the Dallas, Texas area and is
i ncluded for identification purposes. The site is
i ntended, and has resulted in business relationships
all over the United States and is displayed
internationally.
Opposer’s Fifth Notice of Reliance, Exhibit C
The record supports a conclusion that at |east a
significant portion of applicant’s brokerage services are
focused on and located in Dallas, Texas. A public
associ ation of the goods with the place nmay ordinarily be
presuned fromthe fact that the applicant’s own goods cone
fromthe geographical place nanmed in the mark. Handl er

Fenton Westerns, 214 USPQ at 850. The sane rule applies for

services. |Indeed, FOUNTAIN H LLS was held to be
geographically descriptive for the real estate services
| ocated in Fountain Hills, Arizona.

If a term nanes an obscure or renote place, an

associ ation between the term and particul ar goods or
services may not be nmade. Applicant's argunent that
Fountain Hills, Arizona nust be w dely recognized al
across Anerica in order for the refusal to register to
be proper under Section 2(e)(2) is not well taken,
however. \Whether there is an association between the
name of the place and the services is determned not in

12
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the abstract, but rather in connection with the
services with which the mark is used, and fromthe
perspective of the relevant public for those services.
In the case at hand, the rel evant purchasing public for
applicant's service of devel oping real estate includes
peopl e consi dering purchasing real property in

Fountain Hlls, Arizona. Wether or not they presently
[ive in Arizona, these people are aware (or will becone
aware) of the fact that "Fountain HIls" is the nanme of
that place where applicant is |located, that is, the
town pronoted by applicant as a wonderful place to buy
real estate. |In the context of applicant's services,
the place is not obscure or renote. A clearer
associ ati on between these services and this place nane
is difficult to inmagine.

In re MCO Properties Inc., 38 USPQ2d 1154, 1156 (TTAB 1995).

Simlarly, when prospective custoners in Dallas, Texas,
encounter “BlIG D Real Estate” brokerage services an
associ ation between the services and the place nane is
cl ear.

Opposer’s evidence has established its prima facie case
that there is a public association of the term“Big D' with
Dal | as, Texas. Applicant argues (Brief at unnunbered page
7) that there “have been no formal surveys, public polls, or
ot her professional research to determ ne that any percentage
of the population relates the phrase ‘BIG D only to Dall as,

Texas.” Such evidence is not required. Accord Goodyear

Tire & Rubber Co. v. Continental General Tire Inc., 70

usP@d 1067, 1079 n.29 (TTAB 2003) (citation omtted) (“As
applicant argues, it is true that opposer has not provided
survey evi dence about the perceptions of ordinary consuners

when faced with the term“intelligent” when used in

13



Opposition No. 91156821

connection wth tires. However, evidence of the rel evant
public’s understandi ng can be obtai ned from newspapers,
magazi nes, trade journals and ot her publications w thout
denonstrating the effect of this evidence on the consum ng
public. There is nothing in trademark | aw or practice that
requires a plaintiff to offer up a survey to support an
al l egation of descriptiveness”).

One of applicant’s main argunents is that, in effect, a
wel | -recogni zed term nmay have other neanings “such that the
term s geographical significance may not be the primry

significance to prospective purchasers.” Handler Fenton

Westerns, 214 USPQ at 850. Applicant has subm tted nunerous
docunents to show that many entities throughout the United
States incorporate the term®“Big D' as part of their trade
or business nanmes. See, e.g., Applicant’s second notice of
reliance (Kansas — Big D Gl Co., Big D Farns Inc.; Kentucky
— Big D Mart Inc., Big DMning Co. Inc.; Louisiana — Big D
Farns Inc., Big D Seafood; Maine — Big D Video Plus Inc.).
Applicant also identifies articles in which the term*“Big D
refers to sonething other than Dallas. See, e.g.,
Applicant’s eighth notice of reliance (Neighborhood News,
Novenmber 5, 1998 — “State Rep. Margaret Long had predicted
Tuesday norning that her 38'" District seat in the Kansas
House woul d continue bearing the |abel of a ‘Big D - for

Denocrat — after the votes were counted”); New York Tines,

14



Opposition No. 91156821

Cctober 8, 2002 — “That Big Din Devils still stands for
Def ense”) .

In order for a termto be primarily geographically
descriptive, the termdoes not have to be “solely
geographic” as applicant suggests. Brief at unnunbered p.
7. Indeed, if that were the case, many well - known
geogr aphic | ocations woul d not be geographically
descriptive. This is not what our case |aw hol ds.

Appl i cant urges that London is not primarily

geogr aphi cal because the word has ot her nmeani ngs and
usages and because there are a nunber of other towns
named London, but the other meani ngs and usages are

m nor and obvi ously derived fromthe geographi cal

meani ng, and the existence of other towns naned London
does not deprive the word of its primary geographi cal
meani ng. Applicant also urges that London is used as a
surnanme, but this is of no nonment. | do not see that
t here can be any reasonabl e argunent that the word
London is not primarily geographical.

In re London G amaphone Corp., 98 USPQ 362, 363 (Ex. Chi ef

1953). See also In re Juleigh Jeans Sportswear Inc., 24

USPQ2d 1694, 1697 (TTAB 1992) (Wil e London has surnane
significance, it remains geographically descriptive); Inre

The Cookie Kitchen, Inc., 228 USPQ 873, 874 (TTAB 1986).

(“Even if the listings it submtted are accepted as fact,

all they showis that there is cocktail known as a Manhattan
and that various kinds of businesses in various places

i ncor porate "MANHATTAN' as one part of multiple-part trade
names. This sinply does not rebut the prima facie case made

by the Exam ning Attorney”). Simlarly, the evidence does

15
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not convince us that the nunmerous references to various Big
D busi nesses woul d have any substantial inpact on purchasers
in the United States that would detract fromthe Dall as,
Texas significance of the term Sinple listings of Dun &
Bradstreet reports and tel ephone books do not prove that
t hey have nuch inmpact on prospective purchasers.?®
Certainly, when the term“Big D’ is used in association with
real estate services in Dallas, Texas, we are convinced that
the termwould primarily geographically describe the fact
that the services are rendered in Dallas.

Finally, we add that the “addition of a generic termto
a geographic termdoes not avoid the refusal of primry

geogr aphi c descriptiveness.” 1In re Carolina Apparel, 48

USPQ2d 1542, 1543 (TTAB 1998). Here, the addition of the
generic and disclained term “real estate,” to “Big D' used
in association with real estate brokerage services does not
take away the primarily geographically descriptiveness of

t he marKk.

Deci sion: The opposition is sustained.

® Even if some custoners may believe that “the phrase ‘BIG D
relates to Applicant’s last name ‘DuBell’” as applicant asserts
in her brief (unnumbered p. 7), the termparticularly in Texas
woul d remnai n geogr aphi c.
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